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□ Responsive to communtcation(s) filed on 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Qu$fl&35 CD. 11; 453 O.G. 213. 



A shortened statutory period for response to this action is set to expire . 



, month(s), or thirty days, whichever is 



longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claim 

B Claim(s) 1-25 



is/are pending in the appiicat 



Of the above, claim(s), 

□ Claim(s) 

□ Claim(s) 

□ Claim(s) 

B Claims 1-25 



, is/are withdrawn from consideration 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved Disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1 19 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All G£ome* Ebne of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
*Certified copies not received: m 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 



Attach men t(s) 

□ Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 



LJ iNOiice ot uraii&pei&un b rdieru urdwuiy review, r i \j- 

□ Notice of Informal Patent Application, PTO-152 r <c £-£i ^a. ^jC? (jL^O 



■ SEE OFFICE ACTION ON THE FOLLOWING PAGES - 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 9-95) 



Office Action Summary 



Part of Paper No. 5 



Application/Control Number: 09256237 Page 2 

ArtVnit: 1642 

DETAILED ACTION 
Election/Restriction 

1 . Restriction to one of the following inventions is required under 35 U.S.C 121 : 

I. Claims 1-18, 20, 22, 24 drawn to a nucleic acid construct, classified in class 536, 
subclass 23.1. 

II. Claims 21, 23, 25, drawn to a protein and a method of preparation, classified in 
class 530, subclass 350+ . 

III. Claim 19, drawn to a method of treatment, classified in class 424, subclass 44. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions I-II as disclosed are biologically and chemically distinct, unrelated in structure and 
function, made by and used in different methods and are therefore distinct inventions. Inventions 
I and II are unrelated because the polynucleotides of invention I can be used in hybridizations 
assay whereas the inventions of II cannot, the proteins of invention II can be used in affinity 
purification schemes ant to make antibodies whereas the polynucleotides of invention I cannot. 

The inventions of Groups I, II and III are related as product and process of use. The 
inventions can be shown to be distinct if either or both of the following can be shown: (i) the 
process for using the product as claimed can be practiced with another materially different 
product or (ii) the product as claimed can be used in a materially different process of using that 
product [see MPEP § 806.05(h)]. 

In the instant case, nucleic acid in invention I as claimed can be used in a materially 
different process such as a DNA ladder, whereas invention III cannot. The proteins of invention 
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II can be used to make antibodies, whereas the invention III cannot. However, the invention III 
can be used by chemotherapy, whereas the inventions I and II cannot, 

3. Claims 1-18 are generic to a plurality of disclosed patentably distinct species comprising 
an active compound functions as an activator or inhibitor in the specific biological process (elect 
one specific function of the active compound in claim 12), wherein the active compound is of 
different factors (elect one specific factor that the construct encodes in claim 13); a ligand (elect 
one in claims 14 and 15). Applicant is required under 35 U.S.C. 121 to elect a single disclosed 
species, even though this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

4. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a petition under 37 CFR 1.48(b) and by the . 
fee required under 37 CFR 1.1 7(i). 

5. Due to the complexity of this restriction, a telephone call to request an oral election to the 
above restriction requirement was not made. 
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6. Applicant is advised that the response to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 

CFR 1.143). 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Lin Sun-Hoffman, Ph.D., whose telephone number is (703)-308-7552. The 
examiner can normally be reached on Monday to Friday from 7:30 am to 4:00 pm Eastern 
Standard Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lin Sun-Hoffman, Ph.D., who can be reached on (703) -308-4301. 

Lin Sun-Hoffman, Ph.D 

June 13, 2000 




NANCY A. JOHNSON, PH.D 
PRIMARY EXAMINER 



Application tio.i &BP 

NOTICE TO COMPLY WITH REQUIREMENTS FOR PATENT APPLICATIONS CONTAINING — 
NUCLEOTIDE SEQUENCE AND/OR AMINO ACID SEQUENCE DISCLOSURES 

The nucleotide and/or amino acid sequence disclosure contained in this application does not 
comply with the requirements for such a disclosure as set forth in 37 C.F.R. 1 821 - 1 825 for th^ 
following reason(s): 

1 . This application deafly falls to comply with the requirements of 37 C.F.R. 1 .821 -1 825 ADDlicant'*; 
attention Is directed to these regulations, published at 1114 OG 29, May 15, 1990 and at 55 PR 
18230, May 1,1990. «««oat-K 

□ 2. This application does not contain, as a separate part of the disclosure on paper codv a 
Listing- as required by 37 C.F.R. 1 .821 (c). Py ' Sec l uence 

0 3 " 37CF R l"s21(?) UenCe UStin9 " 10 C ° mpUter readab[e form has not been submitted as required by 

n 4. A copy of the 'Sequence Listing' In computer readable form has been submitted. However the 
content of IJe computer re^^^ 

and/or 1.823. as Indicated on the attached copy of the marked -up -Raw Sequence Lfefing) 

f~| 6. The computer readable form that has been filed with this appfication has been found to be damaaed 
U and/or unreadable as indicated on the attached CRF Diskette Problem Report A Substtute 
computer readable form must be submitted as required by 37 C.F.R. 1 .825(d). 

□ 6. The paper copy of the "Sequence Listing" is not the same as the computer readable from of the 
•Sequence Listing" as required by 37 CP.R. 1.821 (e). 

SJ- APPiicantshomd follow the format of the attached sample ^m^t to remu^ih*** n PC fi(ed 
In the parent application he used to create a CRF In this app firafin^ ^ — ^amewi-UKvi 

Applicant Must Provide: 

|~J An infGal or substitute computer readable form (CRF) copy of the "Sequence Listing". 

0 Into^sp^SSn 6 PaPef ^ ° f " Sequence Us<in9 "« as weH as an amendment directing its entry 

[] A statement that the content of the paper and computer readable copies are the same and where 

fESS? 16 ' ^L n ° neW matter ' as rec l u!red ^ 37 CFR - 1 - 821 (e) °r 1 -821 (0 or 1 .821 (a) or 

1 .o2o(b) or 1 .625(0). 

For questions regarding compliance to these requirements, please contact: 
For Rules Interpretation, call (703) 308-4216 
For CRF Submission Help, call (703) 308-4212 
For Patentln software help, call (703) 308-6856 

PLEASE RETURN A COPY OF THIS NOTICE WITH YOUR RESPONSE 
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--Ar-. pl p. Reque st, 



Sample Statement 

jii ^ m ^^ pother Aoplication 



»h nr lanauage having the same effect, 
The following paragraph, ^ o la ^^ dores G f 37 CFR section 
can be used to invoke ^f^J? computer readable form from 
1.821(e) in which anidentica puter cation> Tne 

another application is used in a g e - to be 

paragraph should be incorporated into a y 
submitted in the given application. ^ 

The computer readable . form ^^^^ 

08/100,000, is ^Voa 999 filed March 1, 1988. 
Application Number 07/99^999, fix ^ fche 

In accordance with 37 CFR * _> ' H whiche ver is 
[first-filed, last-f ^^d ?r only, £i 
applicable] computer "^^^/fo^ for the 
application ^•^^^^iJod that the 

instant a ^ lic .^° r n / off \ ce will make the necessary 
Patent and Trademark Office wixi ro f 

change in application J?^| h *^ w f Ji £S used for 

the computer readable form that will 

the instant application. A P ap er C °P* . „ 

whichever is applicable] . 



